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New Regulation of IP Right Enforcement in the Slovak Republic

Effective from March |, 2007, the new Act No 84/2007 Coll., (the
“Act”) has amended several existing laws in the area of intellectual
property. This legislation implements EC Directive No 2004/48/EC
on the enforcement of intellectual property rights. The legislative
changes cover both procedural and substantive aspects of intellectual
property law, including a new definition of the scope of protection
and new formulation of the right-holder’s claims and entitlements as
well as the procedural tools for enforcement.

A New Preliminary Injunction

A key amendment under the Act concerns the Slovak regulation
of preliminary injunctions, which has been completed updated. Based
on the Act, the Slovak Civil Procedure Code, i.e. the main national
law on procedure, now includes a new type of preliminary injunction
designed to procure evidence before the commencement of the
first instance proceedings. Under the new Section 78b of the Civil
Procedure Code, an IP right-owner whose rights have been infringed,
or who has plausibly established that such infringement is immediately
pending, may request that before these proceedings begin, the court
procure the infringing or potentially infringing goods, their samples, or
the materials and tools used to produce or disseminate such goods.
The court may also demand the handover of technical and/or other
documentation related to such infringing or potentially infringing
goods. Significantly, this order may be directed at either the infringing
party or another person holding the relevant evidence, irrespective of
whether that person will be involved in the proceedings.

If circumstances so demand, the court may require the right-holder
to make a security payment to the court before the procurement of any
evidence. This financial security will be used to cover any potential claims
for damages brought by the person from whom the evidence is sought.
The amount of this security will remain entirely at the discretion of the
court, however, the applicant will presumably have the opportunity
to submit relevant information which can be used to determine the
amount. The court may also demand an advance payment from the
applicant to cover any costs related to the procurement.

Once all conditions have been met, the court shall:

(@) issue a decision ordering the person(s) in possession
of the concerned items to deliver them into the custody
of the court,

and, at the same time,

(b) instruct the applicant (i.e. the IP right-owner) to file
a lawsuit in the case.

It is worth noting that the decision under (a) will be served on the
person concerned only during the procurement of the evidence.

We expect that the availability of this new preliminary injunction
will improve the position of intellectual property owners in the
Slovak Republic. This overall improvement will, however, bring
with it an increase in the legal responsibility of these persons, who
will now be liable ex lege not only to the defendant in the case at
hand, but to any person suffering damage based on the wrongful
procurement of evidence, including, for example, businesses further
along the distribution channels, etc.

Other Procedural Changes

In another more minor change, the Act introduces a slight
variation to the procedural rules covering standard preliminary
injunctions. According to the new wording of Section 76 para |
letter h) of the Civil Procedure Code, the court may now issue a
preliminary injunction ordering any third person to refrain from
acts infringing or threatening to infringe any intellectual property
right. The previous version of this provision did not extend
to third parties. While preliminary injunction proceedings will
remain basically ex parte, the court will now also have the option
of hearing the defendant in certain cases under Section 75 para
8 of the Code.






S Gcinnostou od |. jula 2007 bol v Slovenskej republike
prijaty zakon &. 250/2007 Zb., o ochrane spotrebitela. Zakon
priniesol v tejto oblasti niektoré nové prvky a principy ochrany
spotrebitela, vychadzajice ako z prava ES, tak i zo strany
samotnych legislativcov, na ktoré si dovolime tymto upozornit.
Vyraznou sUéastou zdkona su pravne normy prijaté na zaklade
prevzatia smernice o vSeobecnej bezpecnosti vyrobkov,
upravujice povinnosti predavajucich a prava spotrebiteloy,
ktorych dalSie podrobnosti o poziadavkach na bezpecnost
vyrobkov stanovi zvlastny pravny predpis. Zo zakona vyplyva
snaha legislativcov definovat urcité zasady/ zakazané konania,
ako princip zakazu Sikanovania, ¢i zastrasSovania spotrebitela a
definovanie tzv. agresivnej obchodnej praktiky alebo zakaz hier
pyramidového typu.

Z pohladu povinnosti predavajucich je potreba upozornit
hlavne na princip zakazu nekalych obchodnych praktik ako stihrn
pravnych noriem vytvoreny prevzatim smernice o nekalych
obchodnych praktikach. Za nekald obchodni praktiku sa
vSeobecne povazuje obchodna praktika v rozpore s poziadavkami
odbornej starostlivosti, alebo podstatne narusujica, alebo ktora
moéze podstatne narusit ekonomické spravanie priemerného
spotrebitela vo vztahu k vyrobku, ku ktorému sa dostane
alebo ktorému je adresovana (alebo spravanie priemerného
clena skupiny, ak je obchodna praktika orientovana na urdit
skupinu spotrebitelov). Tato vSeobecna definicia dava organom
statneho dozoru Siroké moznosti vykonu ich pravomoci a
posudzovania spésobu predaja vyrobkov, pristup spravnych
organov k veci sa vSak ukaze az v praxi. Zakon okrem toho
rozsiahle demonstrativne definuje hlavné priklady nekalych
obchodnych praktik, a to klamlivé konanie a klamlivé opomenutie
konania a agresivhu obchodnu praktiku. Nadto zakon v prilohe
stanovuje zoznam 23 klamlivych a 8 agresivnych obchodnych
praktik, ktoré sa za kazdych okolnosti povazuju za nekalé,
prevzaty zo smernice. Obecne mozno povedat, Ze cielom
zakonodarcu je obmedzenie akychkolvek obchodnych praktik,
ktoré by boli vo vztahu k spotrebitelovi zavadzajice, vyuzivali
by jeho nepozornost &i nesklsenost, resp. by posobili vodi
nemu natlakovo; a to aj v pripade, ak informacie samé o sebe su
pravdivé a vecne spravne.

Z pohladu priemyselnych prav a pravidiel hospodarskej
sutaze mozno spomenut osobitne aj to, ze za klamavd praktiku
sa povazuje aj ta, ktora zahfna marketing vyrobku vratane
porovnavacej reklamy, ktory spésobuje nebezpecdenstvo zameny
s akymkolvek inym vyrobkom, ochrannou znamkou, obchodnych
menom alebo inym rozliSujicim znakom ucastnika hospodarskej
sutaze. Dalej si dovolime zo zoznamu nekalych a agresivnych
obchodnych praktik, ktoré sa za kazdych okolnosti povazuju za
nekalé, upozornit napr. na tzv. vabivi reklamu. Tou sa rozumie
vyzva na kipu vyrobkov za stanovenu cenu bez toho, ze by
predavajuci zverejnil akékolvek rozumné dévody, pre ktoré moze
predpokladat, ze nebude schopny dodat (alebo zariadit dodavku
inym predavajlcim) tieto vyrobky alebo rovnocenné vyrobky za
tlto cenu, v case alebo v mnozstve, ktoré st rozumné vzhladom
na vyrobok, rozsah reklamy vyrobku a pondknutud cenu. V oblasti
povinnosti predavajiceho si dovolujeme upozornit na novd
pravnu normu v podobe zdkazu konania v rozpore s dobrymi
mravmi, kde zdkon demonstrativne stanovuje takéto druhy
konania. Takymto konanim sa rozumie najma konanie, ktoré je
v rozpore so vzitymi tradiciami a ktoré vykazuje zjavné znaky

diskriminacie alebo vybocenia z pravidiel moralky uznavanej
pri predaji vyrobku, alebo méze privodit ujmu spotrebitelovi
pri nedodrzani dobromyselnosti, cestnosti, zvyklosti a praxe,
vyuziva najma omyl, lest, vyhrazku, vyrazna nerovnost zmluvnych
stran a porusovanie zmluvnej slobody. Podmienky predaja su
dalej viazané napr. zdkazom ukladat spotrebitelovi povinnost
bez pravneho dévodu a zakazom viazat predaj vyrobku na predaj
iného vyrobku.

Zakonodarca tiez nepriamo uklada povinnosti v oblasti reklamy
v médiach. Zakaz skrytej reklamy ako nekalej obchodnej praktiky
spodiva v zakaze vyuzivania priestoru v médiach, za podmienky,
ze predavajuci zaplatil za podporu predaja, bez toho, ze by to
bolo vysvetlené v obsahu alebo obrazom, alebo zvukom jasne
identifikovatelné pre spotrebitela. Za porusenie tejto povinnosti
moze byt osobe inej ako predavajicemu, vyrobcovi, dovozcovi,
dodavatelovi ulozena pokuta za spachanie priestupku do vysky
10.000,- Sk, predavajuci je viazany vSeobecnymi sankcnymi
ustanoveniami zakona.

Dovolujeme si upozornit na poziadavky na informovanie
spotrebitela o cene, prevzaté z pévodného zakona, a to, ze
informacia o cene nemdze vzbudzovat dojem, Ze v cene sluzby je
zahrnuta dodavka vyrobku, vykonu, prace alebo sluzby, za ktoré
sa v skutocnosti plati osobitne; cena nesmie vzbudit dojem, ze je
(alebo moze byt) zvySena, znizena alebo nezmenena, aj ked' to
tak nie je.

Zakon stanovuije novy prostriedok priamej ochrany spotrebitela
prostrednictvom pravomoci organu dozoru predbeznym
opatrenim zakazat uvadzanie vyrobku, ktory nie je bezpecny,
na trh, zakazat nekald obchodnl praktiku, resp. v pripade inych
vaznych kontrolnych zisteni. S ohladom na vySSie uvedenu
velkoryst definiciu nekalej obchodnej praktiky mozno tazko
predpokladat budici rozsah pouzivania predbezného opatrenia
zo strany organov kontroly. Proti tomuto rozhodnutiu je mozné
podat namietky bez odkladného ucinku, ktoré je organ dozoru
povinny vybavit do piatich dni. Obecne je mozné za porusenie
povinnosti podla zakona ulozit zodpovednému subjektu pokutu
do vysky 2 miliénov korun, v pripade opakovania porusenia
v ramci 12 mesiacov sa horna hranica zvySuje na 5 miliénov.
V pripade vyrobku, vada ktorého sposobila ujmu na zivote alebo
na zdravi horna hranica ¢ini 10 miliénov Sk. Upozornujeme tiez
na subjektivnu lehotu pre ulozenie pokuty zo strany spravneho
organu, ktora cini | rok od zistenia porusenia povinnosti,
objektivna lehota je 3 roky.

Na zaklade smernice o nekalych obchodnych praktikach
zakon tiez stanovuje moznost samokontroly predavajucich,
ktori sa zaviazu dodrziavat zvlastny kédex spravania upravujuci
spravanie vo vztahu k obchodnej praktike alebo urcitému
obchodnému odvetviu nad ramec zakonnych povinnosti,
vytvoreny blizSie neuréenym subjektom vratane samotného
predavajiceho alebo skupiny predavajiucich. Ziakon dava
moznost vnutornej kontroly dodrziavania kédexu spravania
jeho tvorcom mimo sudneho a spravneho konania, ich
vzajomny vztah dalej neupravuje.

VSeobecne mozno zakon ohodnotit ako velmi velkorysy vo
vztahu k spotrebitelom s tym, Ze jeho aplikacia v praxi prinesie
nemalo problémov s jeho vykladom a pouzitim a to hlavne
v spravhom konani iniciovanom organmi dozoru. S ohladom na
rozsiahlost a komplikovanost tejto problematiky Vam v pripade
zaujmu radi poskytneme dalSie informacie.



Czech Supreme Court Rules on Criminal Liability for Trademark Infringement

In a recent decision, the Czech Supreme Court decided on the
conditions for criminal liability in a trademark infringement situation
where the customs authorities discovered almost three thousand pairs
of counterfeit shoes of a well-known brand during a random check on
the motorway. The driver of the vehicle concerned was subsequently
prosecuted and fined by the criminal court. Following an extraordinary
appeal by the accused, the case went to the Supreme Court, which
overturned all previous judgments on the basis that (a) it was necessary
to establish the accused’s knowledge of the counterfeit nature of the
goods, and (b) the question of whether trademark infringement had
occurred, including the assessment of the similarity or identity of the
marks involved, was one of law and not of fact (and thus, might not be
the subject of expert opinions) and the courts might only refer to such

expert opinions to establish whether in the concrete circumstances of
the case, the counterfeit nature of the goods could have been clearly
established (even by a layman).

It remains to be seen how the courts will deal with situations
where it is necessary to call upon an expert to establish whether
goods are counterfeit, particularly since the level of sophistication of
counterfeiters and the quality of pirated goods are steadily rising. The
approach taken by the Supreme Court indicates, however, that the
fastest and most effective way to combat the counterfeiting of goods
is to cooperate with customs authorities on prevention measures.
Criminal law enforcement should only be pursued only in cases of
obvious, deliberate, and wilful infringements of intellectual property
rights.

Court Clarifies Uncertain Wording of Customs Procedures Act

Until recently, it was unclear whether the phrase “holder of the
goods” under Section 14 para | letter a) of the Customs Procedures
Act referred only to the legal owner of those goods, or it extended
to anyone who in fact exercised control over the goods, including
transport companies, such as forwarding agents, carriers, and
shipping companies.

This uncertainty has now been clarified, however, following a recent
judgment of the Municipal Court of Prague. According to this judgment,
the queried phrase should cover any person who actually disposes of the
goods, including forwarding agents, carriers, and shipping companies.

As a result, any companies which import goods for a third party
and then store or transport them will now be treated as holders of
those goods. Customs authorities may order these companies to

In autumn 2007, our offices took part in two cases on
preliminary injunctions in which Slovak and Czech courts
showed innovative approaches to intellectual property
litigation. In the first, a Slovak county court issued a preliminary
injunction based on a registered Community design, and the
infringing products were directly depicted in its verdict. In

Poor cost-effectiveness is one of the main problems facing
the current Czech system of trademark and other IP right
enforcement. In customs detainment cases, for example,
state enforcement bodies are now ready to apply relevant
administrative procedures according to Council Regulation
(EC) No. 1383/2003 of July 22, 2003 (on customs actions
against goods infringing, or suspected of infringing, certain IP
rights) as well as the corresponding national laws (including
Czech Customs Detention Act No. 191/1999 Coll., and
Consumer Protection Act No. 634/1992 Coll.). Given,
however, that the quantities of detained goods vary from one
item to tens of thousands of counterfeit goods, we believe

destroy the goods at their own cost if they prove to be counterfeit
or pirated. In such cases, the legal relationship between those bound
to destroy the goods and the person for whom they were imported
will remain governed by private law. This relationship will have no
effect on the duty to destroy the goods.

This Municipal Court decision has significant practical
consequences for future court proceedings regarding the detainment
of counterfeit goods by customs. As well as expanding the class of
persons who can be sued, it entitles plaintiffs to recover the costs of
proceedings from established transport and forwarding companies
as well as the legal owner of the imported goods. This option will be
particularly important in the numerous cases where the legal owner
of imported goods lacks sufficient funds or cannot be identified.

the second, a Czech regional court granted a preliminary
injunction in order to protect our client from attacks from a
registered trademark holder.

We believe these recent proceedings reveal the considerable
expertise of national courts in the area of intellectual property
litigation.

['] horsefeathers

that the costs of any actions by right-holders should be
weighed against the effectiveness of those actions.

Our offices are experienced in developing strategies that
ensure the efficiency, speed, and cost-effectiveness for
our clients of any enforcement steps or dealings with state
enforcement bodies. Our recent assignments have included
the development of complex administrative strategies to
enforce the trademark rights of Horsefeathers, the first
clothing industry brand originating in Central Europe to be
subject to counterfeiting. For further information regarding
our expertise and services in this area, please do not hesitate
to contact us.



